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REMARKS / ARGUMENTS 

The following remarks are in response to the Official 
Action mailed May 10, 2006. 

In the Official Action the disclosure is objected to 
because of inconsistency between the priority claim in the 
specification and the priority already established in the parent 
Patent Application No. 10/256,160, which is now U.S. Patent No. 
6,989,032. Unfortunately, the priority as claimed in this 
present application is correct and it is the priority in U.S. 
Patent No. 6,989,032, which is incorrect. 

In addition, the Examiner objects to the specification 
for failing to provide proper antecedent basis for the claimed 
subject matter. Specifically, the Examiner asserts that the 
written disclosure failed to describe the outward- facing 
surfaces having a "groove" and a "perimeter of the contact 
element being disposed in the groove". 

In response to the objection regarding the 
specification, and a proper antecedent basis for the claimed 
subject matter, Applicants have amended the specification so as 
to include a written description regarding the outward facing 
surfaces having a groove and a perimeter of the contact element 
being disposed within the groove. The support for this 

disclosure can be found in FIGS. IB and IE of the present 
application. No new matter has been added to the application as 
a result of this amendment. 

CLAIM REJECTION - 35 U.S.C.§112 

Claims 5, 7, 10, 42 and 43 are rejected under 
35 U.S.C. §112, second paragraph as being indefinite for failing 
to particularly point out and distinctly claim the subject 
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matter, which Applicant regards as the invention. Specifically, 
the Examiner asserts that claims 5, 7 and 10 recite the 
limitation to coating in line 2 of the claims. The Examiner 
asserts that there is insufficient antecedent basis for this 
limitation. In response to this rejection, Applicants have 
amended claim 5 to include the proper antecedent basis for the 
coating and has amended claims 7 and 10 so as to depend from 
claim 5 thereby providing the correct antecedent basis for 
claims 7 and 10 as well. Claims 42 and 43 recite a limitation 
directed to a groove. However there is insufficient antecedent 
basis for this limitation. In response to this rejection, 
Applicants have cancelled claims 42 and 43. 

CLAIM REJECTION - 35 U.S.C.§102 - Ralph 

Claims 1, 9 and 10 are rejected under 35 U.S.C. 
§102 (b) as being anticipated by U.S. Patent No. 5,989,291 to 
Ralph. The Examiner asserts that in FIG. 4, Ralph shows an 
intervertebral disc with first and second baseplates 100A and 
100B with outwardly facing surfaces extending down and upward 
respectively that have grooves with the vertebral contact 
element 12 0 secured thereto. The Examiner further asserts that 
it can be seen at the central portion of the contact element 120 
is remote from the outside surfaces so as to form a gap in the 
central area. Clearly, the Examiner is mistaken and Applicants 
respectfully traverse his rejection. The vertebral contact 
element 120 to which the Examiner asserts is shown in Ralph is 
actually a circumferential wall 120 which "is resilient and 
which is provided to prevent vessels and tissues from entering 
within the interior of the device." Col. 6, Ins. 15-17. 
Clearly, the circumferential wall 120 is not designed to promote 
bone ingrowth through which bone may openly grow as disclosed in 
the present application. The Applicants are puzzled as to why 
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the Examiner would assert this argument when clearly the 
circumferential wall 120 is not designed to promote bone 
ingrowth, nor is it. designed to contact a vertebral body, but 
rather simply hold the baseplates together and prevent any 
tissue ingrowth into the moveable structure of Ralph. 
Applicants therefore respectfully request reconsideration and 
allowance of the claims over Ralph. 

CLAIM REJECTION - 35 U.S.C. §103 - FREY in view of KREBS 

Claims 11-20 and 31-41 are rejected under 35 U.S.C. §103 (a) 
as being unpatentable over U.S. Patent No. 4,932,96 9 to, Frey, 
et al . , in view of U.S. Patent No. 5,926,685 to iCreJbs, et al . 
The Examiner asserts that Frey discloses an artificial 
intervertebral disc with first and second baseplates 4 and 5 
having dome outward facing surfaces. Frey discloses that the 
baseplates are formed in multiple layers and according to the 
Examiner the outward layer of the multiple layers may be 
considered an outwardly facing surface. The Examiner also 
asserts that the mesh is fully capable of having a convexity 
depth or footprint proximate depth of a concave surface in an 
intervetebrae . The Examiner cites Krebs for teaching using a 
coating or a binder to secure a metal mesh to the surface of an 
implant and further contends it would have been obvious for one 
skilled the art to use the method as taught by Krebs with the 
implant of Frey such that it provides a more secure mesh to the 
implant surface and eliminates any sliding of the baseplates. 

Once again the Applicants are puzzled as to why the 
Examiner is making these arguments. Independent claims 11 and 
31 include the limitation that the first and/or second 
baseplates have an outwardly facing surface. They also both 
include the limitation that a vertebral body contact element is 
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attached to the outwardly facing surface of the respective 
baseplates. Thus, the present invention has an outwardly facing 
surface and a vertebral body contact element. 

In the Examiner's own words, the device in Frey discloses 
multiple layers. So therefore, the Examiner is asserting that 
"the outer layer can be considered a domed mesh." What is so 
puzzling to the Applicants is that if the outer layer of the 
multiple layer structure can be considered a domed mesh, how can 
the outer layer of the multiple layer structure also be 
considered a vertebral body contact element. 

In addition, the multiple layer structure of Frey does not 
disclose baseplates, but rather a pair of anchoring elements 4,5 
which are wire meshes anchored in a hollow body 6. The hollow 
body is sandwiched between the anchoring elements and consists 
of a compressionable with plastic. It is unclear to the 
Applicants as to how the part of the anchoring elements 4, 5 may 
be considered a baseplate, and another part of the anchoring 
elements 4, 5 may be considered a vertebral body contact 
element. Thus, once again, the Applicants are puzzled as to why 
the Examiner is rejecting claims without looking at all the 
recitations included within that claim. 

Further Krebs , which is cited for teaching a coating to a 
metal surface does not disclose positioning the coating on the 
perimeter of the metal mesh, i.e., vertebral body contact 
element . 

In the interest of efficiency, claim 11 has been amended to 
recite that a central region is unencumbered buy said coating. 
Clearly Krebs does not disclose this recitation. And claim 31 
has been amended to state that a central region of the vertebral 
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body contact element is remote from the outwardly facing surface 
when in a relaxed position. The layered device clearly does not 
teach this. No new matter has been added as a result of these 
amendments. Therefore, Applicants assert that these claims are 
in condition for allowance and should be deemed patentable. 

CLAIM REJECTION 35 U.S.C.§ 103(a) BA UMGAR TNER over HEDMAN 

Claims 1-10 are rejected under 35 U. S . C . §103 (a) as being 
unpatentable over U.S. Patent No. 5,370,697 to Baumgartner in 
view of U.S. Patent No. 4,759,769 to Hedman, et al . The 
Examiner asserts that FIG. 5 of Baumgartner shows a vertebral 
contact element 44 having a resting shape of a dome convexly 
extending from orthopedic device 2. The Examiner further 

asserts that Baumgartner discloses that the contact element is a 
wire mesh. However, the Examiner acknowledges that Baumgartner 
fails to disclose the outer surface of Baumgartner does not 
include a groove. The Examiner contends that Hedman does teach 
such and therefore asserts that it would have been obvious to 
combine Hedman with Baumgartner to render independent claim 1 as 
well as its dependent claims obvious and unpatentable. 

Once again, the Examiner has issued a very puzzling 
rejection. Hedman discloses an artificial spinal disc having a 
front disc 20, having upper and lower member 26 and 28. The 
interior surfaces of the upper and lower members include 
recesses 34 and 52 for receiving springs therein. The recesses 
34 and 52 face one another and are disposed on the interior 
surface of the respective upper and lower members. The recesses 
help the pivoting or hingedly connected action of the members 
during compression and extension. As included in claim 1 of the 
present application, the groove is disposed in at least one of 
the outwardly facing surfaces of the baseplates. This is 
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clearly not shown in Hedman, which discloses inwardly facing 
recesses 34 and 52. The Examiner has specifically called out 
these recesses 34 and 52 thus adding to the puzzlement of the 
Applicants as to why the Examiner is asserting such. Applicants 
thus assert claim 1-10 are in condition for allowance. 

CLAIM REJECTED - 35 U . S . C . § 103 ( a) - BAUMGARTNER in view of KREBS 

Claims 42 and 43 are rejected under 35 U.S.C. §103 (a) as 
being unpatentable over Baumgartner in view of Krebs . In 
response to this rejection, Applicants have cancelled claims 42 
and 43. The cancellation of claims 42 and 43 is in the issue of 
efficiency and there is no bearing as to what the Applicants 
believe they are entitled to. 

In view of the above, each of the presently pending 
claims in this application is believed to be in immediate 
condition for allowance. Accordingly, the Examiner is 

respectfully requested to withdraw the outstanding rejection of 
the claims and to pass this application to issue. 

If, however, for any reason the Examiner does not 
believe that such action can be taken at this time, it is 
respectfully requested that he/she telephone Applicant's 
attorney at (908) 654-5000 in order to overcome any additional 
objections which he might have. 
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If there are any additional charges in connection with 
this requested amendment, the Examiner is authorized to charge 
Deposit Account No. 12-1095 therefore. 



Dated: August 10, 2006 Respectf ully /^ubmit ted, 



Raymond jGarguilp, Jr. 

Registration No.: 50,930 
LERNER^ DAVID, LITTENBERG, 

KRUMHOLZ & MENTLIK, LLP 
60 0 /South Avenue West 
Wesytfield, New Jersey 07090 
(908) 654-5000 
Attorney for Applicant 
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